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- Th MAILING DATE of this communication appears on the cov rsh et with the correspond nee address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

afler SIX (6) MONTHS from the mailing date of this communication. ^ • ^ 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period vwll apply and will expire SIX (6) MONTHS from the maUing date of this communication. 

- Failure to reply within the set or extended period for reply vflll, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months afler the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)E] This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disp sition of Claims 

4) K Claim(s) 37 and 39-45 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 37 and 39-45 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: ajD accepted or b)^ objected to by the Examiner, 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing con-ection filed on is: a)n approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) ^ Notice of References Cited (PT0^92) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomnal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 U.S.C. § 102 
1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1). (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 
The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AlPA) do 
not apply to the examination of this application as the application being examined was not (1) filed on or after 
November 29, 2000. or (2) voluntarily published under 35 U.S.C. 122(b). Therefore, this application is 
examined under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)), 

Claims 37. and 39-45 are rejected under 35 U.S.C. 102(e) as being anticipated 

by Hanagasaki (US 5,767,541). 

Hanagasaki discloses a capacitor structure comprising: a lower electrode (9) of Pt 
having a thickness of 20 nm (200 angstroms) (col.8 lines 5-10); a capacitor dielectric 
(10) formed on the bottom electrode; an upper electrode (1 1) of Pt having a thickness 
of 50 nm (500 angstroms) (col.8 lines 5-10) formed on the capacitor dielectric layer. 
See Hanagasaki's Fig.lH. 

As sown in Hanagasaki's Fig.lH, the lower and upper electrodes are uniformly thin 
and continuous. 
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The limitations "formed in the presence of both oxygen and nitrous oxide at a 
predetermined ratio with a combined flow rate in the range of about 1500 seem to about 
2500 seem." in claim 37. "formed by depositing platinum in a CVD deposition chamber 
in the presence of both oxygen and nitrous oxide at a predetermined temperature and 
at a pressure of from about 10 to about 1000 Torr" in claim 41 , "temperature is from 
about 250 ° C to about 300 ° C." in claim 42 and "pressure is from about 15 to about 30 
Torr" in claim 43 are taken to be a product by process limitation, it is the patentability of 
the claimed product and not of recited process steps which must be established. 
Therefore, when the prior art discloses a product which reasonably appears to be 
identical with or only slightly different than the product claimed in a product-by process 
claim, a rejection based on sections 102 or 103 is fair. A product by process claim 
directed to the product per se, no matter how actually made. In re Hirao, 190 USPQ 15 
at 17 (footriote 3). See In re Fessman . 180 USPQ 324,326(CCPA 1974); In re Marosi et 
al., 218 USPQ 289,292 (Fed. Cir. 1983); and particularly In re Thorpe . 227 USPQ 
964,966 (Fed. Cir. 1985), all of which make it clear that it is the patentability of the final 
structure of the product "gleaned" from the process steps, which must be determined in 
a "product by process " claim, and not the patentability of the process. See also MPEP 
2113. Moreover, an old or obvious product produced by a new method is not a 
patentable product, whether claim in "product by process" claim or not. 
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Art Unit: 2811 

Response to Arguments 

2. Applicant's arguments with respect to claims 37 and 39-45 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

3. Papers related to this application may be submitted to Technology 
center (TC) 2800 by facsimile transmission. Papers should be faxed to TC 2800 
via the TC 2800 Fax center located in Crystal Plaza 4, room 4-C23. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 
OG 30 (November 15, 1989). The Group 2811 Fax Center number is (703) 308- 
7722 and 308-7724. The Group 2811 Fax Center is to be used only for papers 
related to Group 281 1 applications. 

4. Any inquiry concerning this communication or any earlier communication from 
the Examiner should be directed to CUONG Q NGUYEN whose telephone number is 
(703) 308-1293. The Examiner is in the Office generally between the hours of 6:30 AM 
to 5:00 PM (Eastern Standard Time) Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor TOM THOMAS who can be reached on (703) 308-2772. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
308-7722 or 308-7724. 
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Any inquiry of a general nature or relating to the status of this application should be 
directed to the Technology Center Receptionists whose telephone number is 308-0956. 




Primary examiner 
April 2, 2003 



